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DETAILED ACTION 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. The form and legal phraseology often used in patent claims, such as 
"comprising" should be avoided. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 4,7,11,18,22 and 29 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Smisek, US Pub. No. 2002/0029177. 
Re Claim 4: Smisek discloses a method, said method comprising: 
defining a time interval (Smisek, abstract, [0010} "computer programmed to keep track 
of... . the employment time periods for which benefits are to be provided, the value of 
the plan investments in non-traditional business during such time"); 
providing an employee benefit (Smisek, abstract, [0009] "a benefit plan which qualifies 
under federal law for certain tax benefits, including within the plan the ability to obtain 
the benefits of large increases in value of stocks in non-traditional businesses"); 
providing a supported price for said employee benefit, based on price data for said 
interval (Smisek, abstract, [0012][0017[0027][0046][0056] "'RAFT means the right to 
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receive the difference, if any between the Market Value of a Phantum Unit and the Base 
Value of such Phantum Unit" [0059] ); and 

calculating a value for said employee benefit, based on said supported price (Smisek, 
abstract, [0012][0017[0027][0046][0056] "'PAR' means the right to receive the 
difference, if any between the Market Value of a Phantum Unit and the Base Value of 
such Phantum Unit" [0059] ). 

Re Claim 7: Smisek discloses a method, wherein said calculating further comprises 
calculating the difference between the price of a selected stock at the beginning of said 
interval, and said supported price (Smisek, abstract, [0012][0017[0027][0046][0056] 
"'PAR' means the right to receive the difference, if any between the Market Value of a 
Phantum Unit and the Base Value of such Phantum Unit" [0059] ). 
Re Claim 11: Smisek discloses system for providing compensation, said system 
comprising (Smisek, abstract, [0010] " computer programmed to keep track" 
[0017[0027][0046[0056][0059]): 

means for receiving inputs, including (Smisek, abstract, [0010] " computer programmed 
to keep track" [0017[0027][0046[0056][0059]): 

stock price data (Smisek, abstract, [0010][0017] "fair market value of an investment" 
[0027][0046[0056][0059]), and 

a formula for a supported price (Smisek, abstract, [0010][0017[0027][0046[0056]"'PAR' 
means the right to receive the difference, if any between the Market Value of a Phantum 
Unit and the Base Value of such Phantum Unit" [0059]); 



Application/Control Number: 10/005,138 Page 4 

Art Unit: 3628 

means for calculating a value for an employee benefit, based on said inputs (Smisek, 
abstract, [0010][0017[0027][0046[0056] "'PAR' means the right to receive the difference, 
if any between the Market Value of a Phantum Unit and the Base Value of such 
Phantum Unit" [0059]); and 

means for providing at least one output, including said value (Smisek, abstract, 
[0010][0017[0027][0046[0056] "'PAR' means the right to receive the difference, if any 
between the Market Value of a Phantum Unit and the Base Value of such Phantum 
Unit" [0059]). 

Re Claims 18 and 29: Smisek discloses a system/computer-usable medium wherein 
said means for calculating further comprises means for calculating the difference 
between the price of a selected stock at the beginning said interval, and said supported 
price (Smisek, abstract, [0010][0017[0027][0046[0056] "'PAR' means the right to receive 
the difference, if any between the Market Value of a Phantum Unit and the Base Value 
of such Phantum Unit" [0059]). 

Re Claim 22: Smisek discloses a computer-usable medium having computer- 
executable instructions for providing compensation, said computer-executable 
instructions comprising (Smisek, abstract, [0010] " computer programmed to keep track" 
[001 7[0027][0046[0056][0059]): 

means for receiving inputs, including (Smisek, abstract, [0010] " computer programmed 
to keep track" [0017[0027][0046[0056][0059]): 

stock price data (Smisek, abstract, [0010][0017] "fair market value of an investment" 
[0027][0046[0056][0059]), and 
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a formula for a supported price (Smisek, abstract, [0010][0017[0027][0046[0056]"'PAR' 
means the right to receive the difference, if any between the Market Value of a Phantum 
Unit and the Base Value of such Phantum Unit" [0059]); 

means for calculating a value for an employee benefit, based on said inputs (Smisek, 
abstract, [0010][0017[0027][0046[0056] "PAR' means the right to receive the difference, 
if any between the Market Value of a Phantum Unit and the Base Value of such 
Phantum Unit" [0059]); and 

means for providing at least one output, including said value (Smisek, abstract, 
[0010][0017[0027][0046[0056] "'PAR' means the right to receive the difference, if any 
between the Market Value of a Phantum Unit and the Base Value of such Phantum 
Unit" [0059]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1-3, 5, 6, 8-10, 12-17,19-21, 23-28 and 30-32 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Smisek, US Pub. No. 2002/0029177. 
Re Claim 1: Smisek discloses a method for providing compensation, said method 
comprising: 

defining a time interval (Smisek, abstract, [0010} "computer programmed to keep track 
of... . the employment time periods for which benefits are to be provided, the value of 
the plan investments in non-traditional business during such time"); 
providing an employee benefit linked to the performance of a selected stock (Smisek, 
abstract, [0009] "a benefit plan which qualifies under federal law for certain tax benefits, 
including within the plan the ability to obtain the benefits of large increases in value of 
stocks in non-traditional businesses") ; 

identifying a supported price for said selected stock, based on price data for said 
interval (Smisek, abstract, [0012][0017[0027][0046][0056] "'PAR' means the right to 
receive the difference, if any between the Market Value of a Phantum Unit and the Base 
Value of such Phantum Unit" [0059] ); and 

offering to buy shares of said selected stock from said employee at said supported price 
(Smisek, abstract, [0012][0013] "the holder of the retention award would be entitled to 

receive payment of an amount based on such holder's vested interest in such 

retention award and the gain and profit in the underlying equity holding"). 

Smisek fails to explicitly disclose a method for providing compensation, said 
method comprising: providing a stock option to an employee for a selected stock. 
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Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide method for providing 
compensation, said method comprising: defining a time interval; providing a stock 
option to an employee for a selected stock; identifying a supported price for said 
selected stock, based on price data for said interval; and offering to buy shares of said 
selected stock from said employee at said supported price. 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claims 2 and 3: Smisek discloses a method wherein: 

said employee benefit may be exercised after or before the end of said time interval 
(Smisek, abstract, [0012]" a retention award, which is a right, which vests over a period 
of time as established by the management committee overseeing the plan" [0018] "a 
participant may redeem his vested awards related thereto at the end of four window 
periods a year"). Smisek fails to explicitly disclose a method wherein: said stock option 
may be exercised after or before the end of said time interval 

Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
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performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a method wherein: said 
employee benefit may be exercised after or before the end of said time interval 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claim 5: Smisek discloses a method, wherein: 

said providing an employee benefit (Smisek, abstract, [0009] "a benefit plan which 
qualifies under federal law for certain tax benefits, including within the plan the ability to 
obtain the benefits of large increases in value of stocks in non-traditional businesses"); 
and 

said providing a supported price further comprises offering to buy shares of stock from 
said employee (Smisek, abstract, [0012][0013] "the holder of the retention award would 

be entitled to receive payment of an amount based on such holder's vested interest 

in such retention award and the gain and profit in the underlying equity holding"). 

Smisek fails to explicitly disclose a method, wherein: said providing an employee 
benefit further comprises providing a stock option 

Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
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performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a method, wherein: said 
providing an employee benefit further comprises providing a stock option; and 
said providing a supported price further comprises offering to buy shares of stock from 
said employee. 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claim 6: Smisek discloses a method, wherein: 

said providing an employee benefit (Smisek, abstract, [0009] "a benefit plan which 
qualifies under federal law for certain tax benefits, including within the plan the ability to 
obtain the benefits of large increases in value of stocks in non-traditional businesses") . 

Smisek fails to explicitly disclose a method, wherein: said providing an employee 
benefit further comprises providing a stock appreciation right. 

Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a method, wherein: said 
providing an employee benefit further comprises providing a stock appreciation right. 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claims 8, 9 ,10, 19,20,21, 30, 31 and 32: Smisek discloses a 
method/system/computer-usable medium wherein: said supported price can be 
established in different ways depending upon the policies of the management 
committee (Smisek, abstract, [0013] "the holder of a retention award would be entitled 
to receive payment of an amount, not exceeding the maximum value of the retention 
award" [0045] "the Committee shall make appropriate and equitable adjustments to 
affected PARs and equitable adjustments to affected PARs and Awards (including, 
without limitation, adjustments to the determinations of the Base Value and Market 
Value applicable to related Phantom Units"). 

Smisek fails to explicitly disclose a method/system/computer-usable medium 
wherein: said supported price is: a peak price attained by a selected stock during said 
interval; a maximum value produced by an averaging method; or a multiple of the price 
of selected stock at the end of said interval. 

Official Notice is taken that it is old and well-known business to use different 
methods for calculating a fair price. For example, if prices are volatile, an average may 
be considered more representative of the expected return than sporadic highs or lows. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a method/system/computer- 
usable medium wherein: said supported price is: a peak price attained by a selected 
stock during said interval; a maximum value produced by an averaging method; or a 
multiple of the price of selected stock at the end of said interval. 

One would have been motivated to have employment benefit policies that are 
adaptable to the companies 7 need and the realities of the underlying stocks. 
Re Claims 12 and 23: Smisek discloses a system/computer-usable medium wherein 
said inputs include one or more inputs selected from the group consisting of: 
a beginning time (Smisek, abstract, [0010] i.e., Inherently, a time period has a beginning 
time and ending time), 

an ending time (Smisek, abstract, [0010] i.e., Inherently, a time period has a beginning 
time and ending time) and 

a number of shares (Smisek, abstract [0017][0o59] "Phantom Units" are used which can 
be a fraction of a share, a share, or a number of shares depending upon the discretion 
of the Committee). 

Smisek fails to explicitly disclose a system/computer-usable medium wherein 
said inputs include one or more inputs selected from the group consisting of: an option 
price. 

Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
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performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a system/computer-usable 
medium wherein said inputs include one or more inputs selected from the group 
consisting of: a beginning time, an ending time, a number of shares, and an option 
price. 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claim 13,14, 24 and 25: Smisek discloses a system/computer-usable medium 
wherein said means for calculating 

further comprises means for calculating: a value for a employee benefit linked to the 
performance of a selected stock (Smisek, abstract, [0009] "a benefit plan which qualifies 
under federal law for certain tax benefits, including within the plan the ability to obtain 
the benefits of large increases in value of stocks in non-traditional businesses" 
[0010][0017[0027][0046[0056] "'PAR' means the right to receive the difference, if any 
between the Market Value of a Phantum Unit and the Base Value of such Phantum 
Unit" [0059]). 

Smisek fails to explicitly disclose a system/computer=usable medium wherein 
said means for calculating further comprises means for calculating: a value for a stock 
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option; and further comprises means for calculating a value for a stock appreciation 
right. 

Official Notice is taken that it is old and well-known for employers to provide 
employees with options regarding employee benefits associated with stock 
performance. For example, employee stock ownership plans, stock options and stock 
appreciation rights are all common benefits offered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify teachings of Smisek to provide a system/computer-usable medium 
wherein said means for calculating further comprises means for calculating: a value for 
a stock option; and 

further comprises means for calculating a value for a stock appreciation right. 

One would have been motivated to attract and retain employees as suggested by 
Smisek. Furthermore, one would have been motivated to have different employee 
benefit options to accommodate to circumstances of employees such as cash liquidity. 
Re Claims 15, 16,17, 26,27 and 28: Smisek discloses a system/computer-usable 
medium, further comprising means for providing at least one output, including said value 
(Smisek, abstract, [0010][0017[0027][0046[0056] "'PAR' means the right to receive the 
difference, if any between the Market Value of a Phantum Unit and the Base Value of 
such Phantum Unit" [0059]). 

Smisek fails to explicitly disclose a system/computer-usable medium, further 
comprising means for: creating a document containing a description of said employee 
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benefit, based on said output; printing a check, based on said output; and causing a 
transfer of funds, based on said output. 

Official Notice is taken that it is old and well-known for business to use the 
outputs of employee benefits computations for various purposes. For example, many 
employers mail their employees periodic reports concerning the status of benefits such 
as investments, retirement, life insurance etc. For example, many companies use 
outputs regarding employee benefits to plan personnel objectives; budgets; and 
compliance with laws and policies. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Smisek to provide a system/computer-useable 
medium further comprising means for: creating a document containing a description of 
said employee benefit, based on said output; printing a check, based on said output; 
and causing a transfer of funds, based on said output. 

One would have been motivated to notify interested parties about employee 
benefits and facilitate the processing of payment obligation associated with the 
employee benefit plan. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sara Chandler whose telephone number is 571-272- 
1 186. The examiner can normally be reached on 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on 571-272-6799. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 
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